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Art Unit: 2625 

DETAILED ACTION 



Claim Rejections -35 use §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, reads as 
follows: 



Descriptive material can be characterized as either "functional descriptive material" or "nonfunctional descriptive 
material." In this context, "functional descriptive material" consists of data structures and computer programs 
which impart functionality when employed as a computer component. (The definition of "data structure" is "a 
physical or logical relationship among data elements, designed to support specific data manipulation functions." 
The New IEEE Standard Dictionary of Electrical and Electronics Terms 308 (5th ed. 1993).) "Nonfunctional 
descriptive material" includes but is not limited to music, literary works and a compilation or mere arrangement 
of data. 

When functional descriptive material is recorded on some computer-readable medium it becomes structurally and 
functionally interrelated to the medium and will be statutory in most cases since use of technology permits the 
function of the descriptive material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed. Cir. 1994) (claim to data structure stored on a computer readable medium that increases 
computer efficiency held statutory) and Warmerdam, 33 F.3d at 1360-61,31 USPQ2d at 1759 (claim to 
computer having a specific data structure stored in memory held statutory product-by-process claim) with 
Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure per se held nonstatutory). 

In contrast, a claimed computer-readable medium encoded with a computer program is a computer element 
which defines structural and functional interrelationships between the computer program and the rest of the 
computer which permit the computer program's functionality to be realized, and is thus statutory. See Lowry, 32 
F,3d at 1583-84, 32 USPQ2d at 1035. 



Page 2 



3. Claims 16-22, 24-29 and 31-33 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows. Claim 16 defines a "program" 
embodying functional descriptive material. However, the claim does not define a computer- 
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readable medium or memory and is thus non-statutory for that reason (i.e., "When functional 
descriptive material is recorded on some computer-readable medium it becomes structurally and 
functionally interrelated to the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to be realized" - Guidelines Annex 
IV). That is, the scope of the presently claimed "program" can range from paper on which the 
program is written, to a program simply contemplated and memorized by a person. This 
rejection also applies to independent claims 24 and 31, which also define a "program," as well as 
claims 17-22, 25-29, and 32-33, which depend from claims 16, 24, and 31 respectively. The 
examiner suggests amending the claims to embody the program on "computer-readable medium" 
or equivalent in order to make the claim statutory. Any amendment to the claim should be 
commensurate with its corresponding disclosure. 



Claim Rejections - 35 USC § 102 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



5. Claims 1-5, 8-11, 14, 16-20, 23-27, 30, 31, 33-38, 41-44, and 47 are rejected under 35 
U.S.C. 102(b) as being anticipated by Hsieh et al. (US 6236770 Bl) 

Regarding claim 1, Hsieh discloses a movable image sensing unit (with reference to Fig. 
1 : . .a scanning module 20 installed under the platform 1 8 for scanning documents placed on 
the platform 18" at column 1, line 19) that scans at least one document image arranged on a 
document plate while moving relative to the at least one document image (Fig. 1 , document plate 
18. As shown in Fig. 3, the scanning module is moved relative to the document(s)); and a 
controller that controls the relative movement between said image sensing unit and the at least 
one document image (Fig. 3 shows that the scanning module is moved relative to the transparent 
platform) such that when plural document images arranged on the document plate are scanned, 
the relative movement is temporarily stopped after completion of scanning one of the plural 
document images and before starting scanning a next of the plural document images (See Fig. 3. 
After one area (document) is scanned, the scanning module is returned to the front end before 
scanning the next area (document). Because the scanning module scans front to back, the 
movement of the scanning module must be reversed. This transition from positive to negative 
velocity will cause the module to stop, at least briefly, before scanning the next area). 

Regarding claim 2, Hsieh discloses that the controller moves said image sensing unit to a 
home position after the relative movement is temporarily stopped (Fig. 3, step 48 "move 
scarming module to front end"). 
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Regarding claim 3, Hsieh discloses that the controller moves said image sensing unit in a 
direction opposite to a sub-scarming direction a particular distance after the relative movement is 
temporarily stopped (See grounds for rejection for claims 1 and 2, After the movement is 
stopped as the direction of the scanning module is reversed, the scarming module is moved 
opposite to the sub scanning direction a particular distance to the home position). 

Regarding claim 4, Hsieh discloses that the particular distance is calculated from at least 
one of a scanning speed, a scaiming resolution, a space between documents in a sub-scanning 
direction, and a minimum distance needed to accelerate said image sensing unit to the scanning 
speed (see Fig. 2 and Fig. 4, step 62 "move scarming module to next scanning position." When 
two documents overlap in the sub-scarming direction, the scarming module is moved a particular 
distance equal to the amount of overlap between the end of one document and the begirming of 
the next document (space between documents)). 

Regarding claim 5, Hsieh discloses that the controller moves said image sensing unit in 
the direction opposite to the sub-scanning direction when at least one of (i) the plural document 
images overlap in the direction of the relative motion between said image sensing unit and the 
document images (Fig. 4, step 62. After scarming a first area, the scarming module is moved to 
the start of the next area. As shown in Fig. 2, if the areas overlap, the scanning module is moved 
from the end of area 32, to the begirming of area 34, in a direction opposite to the sub-scarming 
direction), and (ii) a larger distance is needed between the document images to accelerate said 
image sensing unit to a necessary speed. 

Regarding claim 8, Hsieh discloses a movable image sensing unit that scans at least one 
document image arranged on a document plate while moving relative to the at least one 
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document image (see grounds for rejection for claim 1); and a controller that controls the relative 
movement of said image sensing unit such that when plural document images arranged on the 
document plate are scanned, said controller moves said image sensing unit a particular distance 
in a direction opposite to a sub-scanning direction after completion of scanning one of the plural 
document images and before starting scanning a next of the plural document images (see grounds 
for rejection for claim 3). 

Regarding claim 9, Hsieh discloses that the controller moves said image sensing unit in 
the direction opposite to the sub-scanning direction to a home position (see grounds for rejection 
for claim 2). 

Regarding claim 10, Hsieh discloses that the particular distance is calculated from at least 
one of a scanning speed, a scanning resolution, a space between documents in a sub-scanning 
direction, and a minimum distance needed to accelerate said image sensing unit to the scanning 
speed (see grounds for rejection for claim 4). 

Regarding claim 11, Hsieh discloses that the controller moves said image sensing unit in 
the direction opposite to the sub-scanning direction when at least one of (i) the one and next 
document images overlap in the direction of the relative movement between said image sensing 
unit and the document images (see grounds for rejection for claim 5), and (ii) a larger distance is 
needed between the one and next document images to accelerate said image sensing unit to a 
scanning speed. 

Regarding claim 14, Hsieh discloses a movable image sensing unit that scans one or 
more document images by moving relative to the document images (see grounds for rejection for 
claim 1); and a controller that controls the movement of said image sensing unit such that said 
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image sensing unit moves a minimum distance when the document images are scanned (See Fig. 
3, the scanner determines the area of the image to be scanned, and then at step 46, scans only the 
area covered by that image. This will cause the scaiming module to move the minimum amovmt 
possible while still capturing the entire image). 

Regarding claim 16, Hsieh discloses a control program for controlling an image scanning 
apparatus (see Fig, 5, numeral 104 "scanning control program." While the computer (numeral 
14) in Fig. 1 is not explicitly shown to have a control program, it is understood that the scanners 
and computers in Figs. 1 and 5 operate in a similar fashion) comprising the step of: controlling 
the movement of the image sensing unit such that the relative movement is temporarily stopped 
after completion of scaiming one of the document images arranged on the document plate and 
before scanning a next of the document images (see grounds for rejection for claim 1). 

Regarding claim 17, Hsieh discloses that in the control step, the image sensing unit is 
moved to a home position after the relative movement is temporarily stopped (see grounds for 
rejection for claim 2). 

Regarding claim 18, Hsieh discloses that in the control step, the image sensing unit is 
moved a particular distance in a direction opposite to a sub-scanning direction after the relative 
movement is temporarily stopped (see grounds for rejection for claim 3). 

Regarding claim 19, Hsieh discloses that the particular distance is calculated fi*om at least 
one of a scanning speed, a scarming resolution, a space between documents in a sub-scanning 
direction, and a minimum distance needed to accelerate the image sensing unit to the scanning 
speed (see grounds for rejection for claim 4). 
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Regarding claim 20, Hsieh discloses that in the control step, the image sensing unit is 
moved in the direction opposite to the sub-scanning direction when at least one of (i) the one and 
next document images overlap in the direction of the relative movement between the image 
sensing unit and the document images (see grounds for rejection for claim 5), and (ii) a larger 
distance is needed between the one and next document images to accelerate the image sensing 
unit to a scanning speed. 

Regarding claim 23, Hsieh discloses a computer-readable storage medium on which a 
control program according to claim 16 is stored ("The computer 74 comprises a memory 102 
with a scanning control program 104.. . stored in it" at column 3, line 18. See grounds for 
rejection for claim 16). 

Regarding claim 24, Hsieh discloses a control program for controlling an image scanning 
apparatus (see grounds for rejection for claim 16) comprising the step of: controlling the relative 
movement of the image sensing unit such that the image sensing imit is moved a particular 
distance in a direction opposite to a sub-scanning direction after completion of scanning a first of 
the document images arranged on the document plate and before scanning a next of the 
document images (see grounds for rejection for claim 8). 

Regarding claim 25, Hsieh discloses that in the control step, the image sensing unit is 
moved in the direction opposite to the sub-scanninjg direction to a home position (see grounds for 
rejection for claim 2). 

Regarding claim 26, Hsieh discloses that the particular distance is calculated from at least 
one of a scanning speed, a scanning resolution, a space between documents in a sub-scanning 
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direction, and a minimum distance needed to accelerate the image sensing unit to the scanning 
speed (see grounds for rejection for claim 4). 

Regarding claim 27, Hsieh discloses that in the control step, the image sensing unit is 
moved relatively backwardly when at least one of (i) the one and next document images overlap 
in the direction of the relative motion between the image sensing unit and the document images 
(see grounds for rejection for claim 5) and (ii) a larger distance is needed between the one and 
next document images to accelerate the image sensing unit to a scanning speed. 

Regarding claim 30, Hsieh discloses a computer-readable storage medium on which a 
control program according to claim 24 is stored (see grounds for rejection for claims 23 and 24). 

Regarding claim 31, Hsieh discloses a control program for controlling an image scanning 
apparatus (see groimds for rejection for claim 16) comprising the step of: controlling the relative 
movement of the image sensing unit such that the image sensing unit moves a minimum distance 
to scan all of the document images (see grounds for rejection for claim 14). 

Regarding claim 33, Hsieh discloses a computer-readable storage medium on which a 
control program according to claim 31 is stored (see grounds for rejection for claims 23 and 31). 

Regarding claim 34, Hsieh discloses a scanning method comprising the steps of: 
scanning a plurality of document images arranged on a document plate (see Fig. 2, plurality of 
documents on document plate 1 8) while moving an image sensing unit relative to the plurality of 
document images (see grounds for rejection for claim 1); and controlling the relative movement 
of the image sensing unit such that the relative movement is temporarily stopped after 
completion of scanning one of the plurality of document images arranged on the document plate 
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and before scanning a next of the plurality of document images (see grounds for rejection for 
claim 1). 

Regarding claim 35, Hsieh discloses that in the controlling step, the image sensing unit is 
moved to a home position after the relative movement is temporarily stopped (see grounds for 
rejection for claim 2). 

Regarding claim 36, Hsieh discloses that in the controlling step, the image sensing unit is 
moved a particular distance in a direction opposite to a sub- scanning direction after the relative 
movement is temporarily stopped (see grounds for rejection for claim 3). 

Regarding claim 37, Hsieh discloses that the particular distance is calculated from at least 
one of a scarming speed, a scanning resolution, a space between documents in a sub-scanning 
direction, and a minimum distance needed to accelerate the image sensing unit to the scanning 
speed (see grounds for rejection for claim 4). 

Regarding claim 38, Hsieh discloses that in the control step, the image sensing unit is 
moved in the direction opposite to the sub-scanning direction when at least one of (i) the one and 
next document images overlap in the direction of the relative movement between the image 
sensing imit and the document images (see grounds for rejection for claim 5), and (ii) a larger 
distance is needed between the one and next document images to accelerate the image sensing 
unit to a scanning speed. 

Regarding claim 41, Hsieh discloses a scanning method comprising the steps of: 
scanning a plurality of document images arranged on a document plate while moving an image 
sensing unit relative to the plurality of document images; and controlling the relative movement 
of the image sensing unit such that the image sensing unit is moved a particular distance in a 
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direction opposite to a sub-scanning direction after completion of scanning a first of the plurality 
of document images arranged on the document plate and before scaiming a next of the plurality 
of document images (see grounds for rejection for claim 8). 

Regarding claim 42, Hsieh discloses that in the controlling step, the image sensing unit is 
moved in the direction opposite to the sub-scanning direction to a home position (see grounds for 
rejection for claim 9), 

Regarding claim 43, Hsieh discloses that the particular distance is calculated from at least 
one of a scarming speed, a scanning resolution, a space between documents in a sub-scanning 
direction, and a minimum distance needed to accelerate the image sensing unit to the scanning 
speed (see grounds for rejection for claim 4). 

Regarding claim 44, Hsieh discloses that in the controlling step, the image sensing unit is 
moved relatively backwardly when at least one of (i) the one and next document images overlap 
in the direction of the relative motion between the image sensing unit and the document images 
(see grounds for rejection for claim 5) and (ii) a larger distance is needed between the one and 
next document images to accelerate the image sensing unit to a scanning speed. 

Regarding claim 47, Hsieh discloses a scanning method comprising the steps of: 
scanning a plurality of document images while moving an image scanning sensing unit relative 
to the plurality of document images; and controlling the relative movement of the image sensing 
unit such that the image sensing unit moves a minimum distance to scan all of the document 
images (see grounds for rejection for claim 14). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 6, 12, 21, 28, 39, and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Hsieh '770 and Hsieh et al. (US 6005688 A). 

Regarding claim 6, while Hsieh '770 discloses the limitations of claim 2, from which 
claim 6 depends, Hsieh '770 does not disclose that the controller moves said image sensing unit 
to the home position after each document image is read when an operation mode requires that 
calibration data be acquired each time a document image is scanned. 

Hsieh '688 discloses a scarming system in which the image sensing unit of the scaimer 
returns to a home position in order to perform calibration for the next document to be read (Fig. 
2 A, after scanning a document, the image sensing unit returns to a home position at step 203, 
performs calibration at step 201 , and the scans the next document at step 202). 

It would have been obvious at the time the invention was made to one of ordinary skill in 
the art to return the image sensing unit disclosed by Hsieh '770 to a home position to perform 
calibration as taught by Hsieh '688, as recalibrating in between each scan will provide the most 
accurate image possible ("a calibration is performed to compensate the photo response non- 
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uniformity of the light source, the charge-coupled device and the lens of the scanner" at column 
1, line 30). 

Regarding claim 12, the combination of Hsieh '770 and Hsieh '688 as applied to claim 6 
discloses that the controller moves said image sensing unit to the home position when an 
operation mode requires that calibration data be acquired each time a document image is scarmed 
(see grounds for rejection for claim 6). 

Regarding claim 21, the combination of Hsieh '770 and Hsieh '688 as applied to claim 6 
discloses that the image sensing unit moves to the home position when an operation mode 
requires that calibration data be acquired each time a document image is scanned (see grounds 
for rejection for claim 6). 

Regarding claim 28, the combination of Hsieh '770 and Hsieh '688 as applied to claim 6 
discloses that the image sensing unit is moved to the home position when an operation mode 
requires that calibration data be acquired each time a document image is scarmed (see grounds 
for rejection for claim 6). 

Regarding claim 39, the combination of Hsieh '770 and Hsieh '688 as applied to claim 6 
discloses that the image sensing unit is moved to the home position when an operation mode 
requires that calibration data be acquired each time a document image is scarmed (see grounds 
for rejection for claim 6). 

Regarding claim 45, the combination of Hsieh '770 and Hsieh '688 as applied to claim 6 
discloses that the image sensing unit is moved to the home position when an operation mode 
requires that calibration data be acquired each time a document image is scanned (see grounds 
for rejection for claim 6). 
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8. Claims 7, 13, 15, 22, 29, 32, 40, 46, and 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Hsieh and Suzuki et al. (US 5239392 A). 

Regarding claim 7, while Hsieh discloses the limitations of plaim 1, from which claim 7 
depends, Hsieh does not disclose that the document images are a plurality of frames of images 
formed on a photographic film. 

Suzuki discloses a fixed document scanner ("A reading apparatus of the invention has 
first and second reading parts slidable along the document surface." At column 1, line 50) that is 
capable of scanning images formed on photographic film ("The single reading apparatus of the 
invention can select... high resolution reading a small-sized light-permeable document, such as a 
photographic film" at column 1, line 54). 

It would have been obvious at the time the invention was made to one of ordinary skill in 
the art to provide the scanner disclosed by Hsieh with the photographic film scanning elements 
taught by Suzuki, so that an accurate image of the photographic film could be obtained ("it is 
difficult to accurately position the film, and an accurate image may not be obtained" at column 1, 
line 30. "A fourth object of the invention is to provide a reading apparatus which the 
longitudinal direction of a holder for holding the film, in other words, the film juxtaposing 
direction, is coincident with the main scanning direction or the sub-scanning direction of a 
document table" at column 2, line 5). 

Regarding claim 13, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that the document images are a plurality of fi-ames of images formed on a photographic film (see 
grounds for rejection for claim 7). 
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Regarding claim 15, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that at least one document image is plural frames of images formed on a photographic film (see 
grounds for rejection for claim 7). 

Regarding claim 22, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that the document images are plural frames of images formed on a photographic film (see 
grounds for rejection for claim 7). 

Regarding claim 29, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that the document images are plural frames of images formed on a photographic film (see 
grounds for rejection for claim 7). 

Regarding claim 32, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that the document images comprise plural frames of images formed on a photographic film (see 
groxmds for rejection for claim 7). 

Regarding claim 40, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that the document images are plural frames of images formed on a photographic film (see 
grounds for rejection for claim 7). 

Regarding claim 46, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that the document images are plural frames of images formed on a photographic film (see - 
grounds for rejection for claim 7). 

Regarding claim 48, the combination of Hsieh and Suzuki as applied to claim 7 discloses 
that the document images comprise plural fi-ames of images formed on a photographic film (see 
grounds for rejection for claim 7). 
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Conclusion 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan K. Tyler whose telephone number is 571-270-1584. The 
examiner can normally be reached on M-F 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Poon can be reached on 571-272-7440. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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